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REMARKS 

Claims 1, 2 and 13-24 and 27-31 remain before the Examiner for 
reconsideration. 

In the Office Action dated January 25, 2005, the Examiner rejected Claims 

29-31 under 35 U.S.C. 112, first paragraph, "as failing to comply with the written 

description requirement" Specifically, the examiner asserted that: 

The claim(s) contains subject matter which was not 
described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the 
inventors), at the time the application was filed, had 
possession of the claimed invention. The term 'torso' in 
claim 29 is not part of the original specification." 

Applicant respectfully traverse the Examiner's rejection. 

Applicant respectfully asserts that there is clear support in the 
specification for the term <c torso" as set forth in Claim 29. As clear to one skilled in the 
art from the specification, claims and drawings as originally filed, the methods and 
devices of the present invention can be used in connection with any portion of the 
person's body" (see, for example, claim 1 as originally filed). As set forth on page 10 of 
the specification: 

Another embodiment of an alignment device 200 of the 
present invention is illustrated in Figures, In this 
embodiment, alignment device comprises a support 
member including a belt member 220 upon which a light 
source is attached. As described above, the light source 
generates a visible alignment line of light A on the ground 
in front of the golfer that is generally parallel to an 
alignment of the golfer's that portion of the golfer's body 
upon which support member is worn. As also described 
above, the light source preferably comprises a laser 230 
and a generally cylindrical lens 240 positioned transversely 
to the light beam emanating from laser 230. The light 
source can be adjustable relative to belt member 220 to 
enable the user to adjust the position of line A away from 
the body of the user. Device 200 of Figure 5 can be worn, 
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- for example,- on the chest or sternum region to study the - 

alignment of the shoulders and/or on the waist or hip region 
to study the alignment of the hips. The alignment of 
device 200 can be checked or calibrate simply by standing 
against a wall and ensuring that line A is generally parallel 
to the wall. A switch for turning laser 230 on and off can 
be located on the laser or remotely. 

It is well settled that "the written description requirement docs not require the applicant 
to describe exactly the subject matter claimed, [instead] the description must clearly 
allow persons of ordinary skill in the art to recognize that [her or she] invented what is 
claimed." Union Oil Co, of California v. Atlantic Richfield Co., 208 FJd 989, 997, 54 
USPQ2d 1227, 1232 (Fed. Cir. 2000), cert, denied, 121 S.Ct 1167 (2000). Moreover, 
ipsis verbis disclosures or exact words are not necessary to satisfy the written description 
requirement of Section 112. Indeed, **the disclosure need only reasonably convey to 
persons skilled in the art that the inventor had possession of the subject matter in 
question." Fujikawa v. Watlanasin. 93 F.3d 1559,1570, 39 USPQ2d 1895, 1904 (Fed 
Cir, 1996). Although, the word "torso" is not specifically set forth in the specification, it 
is clear from and inherent in the specification that applicant had possession of the subject 
matter set forth in claim 29. Indeed, the torso is the human trunk, and the embodiments 
of the present invention described on page 10 in which a device of the present invention 
is opcratively connected to the chest and/or to the hips of a person, clearly provide a 
indication of the alignment of the torso of the person. 

The Examiner also rejected Claims 1, 2, 13-20, 27, and 28 under 35 
U.S.C. 103(a) "as being unpatentable over Harkness (5,467,992) in view of Carney 
(6,213,887)." Specifically, the examiner asserted that: 

Harkness discloses a device support member worn around a 
person's head and an attached laser light (abstract) generating a 
linear alignment beam of light visible to the person to provide an 
alignment of the person's body when in position to perform the 
task as stated in claims 1 and 15 (figs. 2 and 3). Harkness also 
discloses a cylindrical lens and positions the lens to direct the 
beam of light as in claim 2(fig 4 and col 3, lines 20-26). Regarding 
claims 13 and 16, figures 2 and 3 show a band worn around a 
person's head. Regarding claims 14, 17 and 18, the beam is visible 
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_ cm the-ground (fig 3). Regarding claims 19 and 20, Harkness does 
not disclose the device around the chest or hips of the user. 
Harkness does disclose the device as being interchangeable among 
different items. However, moving the device from one body part to 
another is a method of use, which is not relevant to the structure of 
the device. Harkness discloses a spot of light on the ground and 
does not disclose a line of light However, Carney teaches a line of 
light alignment. Regarding claim 21, Harkness discloses a device 
support member worn around a person's head and an attached laser 
light (abstract) generating a linear alignment beam of light visible 
to the person to provide an alignment of the person's body when in 
position to perform a golf stroke, (see figure 3). Providing an 
indication of alignment can be seen in figure 3 of Harkness, 
wherein the golfer is preparing for the golf stroke. Carney teaches 
a line of light alignment. Regarding claim 22, figure 3 displays the 
device on the head of the golfer and the beam of light running 
parallel to the golfer's eyes. Regarding claims 23 and 24, figure 3 
displays the golfer preparing for a stroke and the surface wherein 
the beam of light meets is the ground. Regarding claims 27 and 28, 
Harkness discloses the device attached to glasses (coL 2, lines 
61-65). One skilled m die art would have modified the invention of 
Harkness with Carney by changing the spot of light to a line of 
light to provide a more accurate alignment means for the user. 

In Response to Applicant's arguments filed on November 4, 2004, the Examiner 
indicated that said arguments were considered but are not persuasive. Specifically, the 
examiner asserted that: 

Applicant argues the Harkness reference docs not disclose the 
claimed invention. Harkness discloses a device comprising a 
support member worn on a person's head and a light source 
comprising a laser* Harkness further discloses a spot on the ground 
produced by the laser beam but does not disclose a line of light. 
Carney teaches a line of light produced by a laser beam. Applicant 
further argues the Harkness reference is used to prevent movement 
and the present invention is used to achieve the proper alignment 
However, the method of using the device is not relevant to 
apparatus. The structural limitations as claimed arc disclosed by 
Harkness in view of Carney. Also, the prior art is capable of 
performing the tasks set forth in the claims. For example, applicant 
claims device is attached to the support member such that the 
alignment of a plane transversing the person's eye when the person 
is in a position to perform the task. Since Harkness discloses the 
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device is movable on the support member, it is clearly capable of 
being positioned in the manner claimed by applicant 

Applicants respectfully traverse the Examinees rejection- 
Contrary to the Examiner's assertion, the device of Harkness does not 
provide any information to the user thereof regarding the alignment of any portion of the 
person's body. In that regard, Figure 3 of Harkness clearly does not disclose generation 
of "a linear alignment beam of light visible to the person to provide an alignment of the 
person's body when in position to perform a golf stroke" as asserted by the Examiner. 
Indeed, Harkness does not even address the problem of determining alignment of any 
portion of the body the user thereof. Harkness discloses the use of only a visible sgot of 
light projected onto the ground to aid a golfer in observing head movement during a golf 
swing. This spot of light does not and cannot to provide an indication of the alignment of 
the person's body when in position to perform a golf stroke or any other task. The above 
scope of the invention of Harkness is well set forth in Harkness and summarized 
succinctly in the abstract of Harkness as follows: 

A method for using a light spot projecting aid to observe head movements 
during a golf swing and to provide a golfer with an explanation (i.e., 
cause) of the effect manifested as the light spot being moved. 

Unlike the present invention, Harkness provides no information to the user thereof of a 
plane transversing the person's eyes or any other portion of the person's body* 

Notwithstanding the Examiner's erroneous assertion that Harkness 
discloses "a linear alignment beam of light visible to the person to provide an alignment 
of the person's body 3 ', the Examiner seems to recognize that Harkness discloses only a 
spot of visible light on the ground and does not disclose a generally linear, alignment 
beam, extending projection or line of light Nonetheless, the Examiner asserts that one 
skilled in the art would modify the invention of Harkness in light of the disclosure of 
Carney by changing the spot of light of Harkness to a line of light However, neither 
Harkness nor Carney is not designed to or operable to provide information on alignment 
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of theuser's body. As neither Haikness nor Garney-are designed to provide feedback-to 
the user regarding the actual alignment of the user's body, and neither Harkness nor 
Carney even address the problem of providing such feedback, there is absolutely no 
motivation for one skilled in the art to combine the teaching of Harkness with the 
teaching of Carney to arrive at the present invention. See, for example. Ex parte Chicago 
Rawhide Mfg. Co.. 223 USPQ 351, 353 (P.O. Bd. AppL 1984) ("The prior art must 
provide a motivation or reason for a worker in the art without the benefit of appellant's 
specification to make the necessary changes in the reference device."); Schenk v. Norton, 
218 USPQ 698, 702 (Fed. Cir. 1983) ("Modification unwarranted by the disclosure of a 
reference is improper."); Ex Parte Acosta. 211 USPQ 636, 637 (P.O. BcL Appls. 1980) 
(Examiner's combination of two references is improper where there is no basis in the 
record from which it can reasonably be inferred that one skilled in the art would have 
been led or motivated to modify the primary reference in the manner proposed by the 
Examiner..). 

Applicant respectfully asserts that the Examiner is clearly incorrect in 
asserting that the method of using the devices of the references is not relevant to the 
combination and subsequent modification of those references in an attempt to arrive at 
the clearly different apparatus and structural limitations of the present invention. 
Initially, the method of use and the stated use/purpose of a device disclosed in a reference 
is certainly relevant to the combination of that reference with a second reference so as to 
modify the device of the first reference. In that regard, it is not obvious to one skilled in 
the art to substantially modify the device of the Harkness to achieve another, 
substantially different method, use or purpose. As body alignment is irrelevant to the 
stated sole purpose of the device of Harkness (which is, the detection of motion), one 
skilled in the art would not attempt to modify that device as suggested by the Examiner to 
provide feedback information as to alignment Alignment of the golfer's body as 
illustrated in Figure 3 of Harkness is always performed before a golf stroke, but the 
device of Haikness provides no information or feedback to the user thereof of such 
alignment 
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Moreover, Carney does not disclose or suggest a means of providing 
feedback to a person of the actual alignment of any portion that person's body. Carney 
merely discloses the propagation of a line of light on the ground to indicate the target line 
to a particular target such as a simulated golf hole. Although Carney discloses a target 
line of light to which a person may attempt to align a portion of the person's body, the 
person is provided with no indication/feedback of how that portion of the person's body 
is actually aligned by the device of Carney. 

In any event, however, even if one were to mechanically combine the 
source of a line of light disclosed in Carney with the device of Harkness (for which 
combination there is no motivation in the disclosure of Harkness, Carney or any 
combination thereof), one would not arrive at the present invention. As clear from the 
disclosure of Harkness and as demonstrated to die Examiner in the interview of March 4, 
2002, the spot of light of Harkness does not even provide information as to the alignment 
of the cap on the person's head (which need not be aligned with the orientation of the 
person's head) as the device need not be placed on the cap to project the light in any 
specific orientation. Converting the spot of light projected by the device of Harkness to a 
line of light would not provide a line of light generally parallel to the alignment line 
passing transversely through any portion of the person's body (for example, the eyes, 
chest or hips) as claimed in the present invention. Neither Harkness no Carney discloses 
or suggests a support or attachment for maintaining a mechanism adapted to project a 
generally linearly extending projection of light or a line of light onto surface in a desired 
orientation on a portion of the person's body so that the projection of light or line light is 
generally parallel to the alignment of that portion of the person's body. 

Even though, as recognized by the Examiner, both Harkness and Carney 
disclose devices designed for use in the golf industry, absent some suggestion to one of 
ordinary skill in Harkness or Carney of the desirability of the claimed combination, one 
of ordinary skill in the art - without die benefit of Applicant's specification - would not 
combine those disclosures, and then substantially modify the combination, to arrive at the 
present invention, 
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The Examiner recognizes that in one embodiment, the Applicant claims a 
device that is attached to a support member such that the alignment of a plane 
transversing the person's eye when the person is in a position to perform the task. With 
respect to this embodiment, the Examiner erroneously asserts that "since Harkness 
discloses the device [for generating a spot of light thereof] is movable on the support 
member, it is clearly capable of being positioned in the manner claimed by applicant" 
To arrive at the present invention, one must first substitute a mechanism adapted to 
project a generally linear extending projection of light on a surface for the source of a 
spot of light as disclosed by Harkness. For the reasons set forth above, this is a 
nonobvious modification of the device of Harkness. Then, one must modify the support 
system of Harkness so that the substituted generally linear projection of light is generally 
parallel to an alignment of a plane transversing a portion of the person's body when the 
person is in position to perform a task. Even if the support member of Harkness is 
capable of being modified/adjusted to achieve this result (of which there in no disclosure 
or motivation in Harkness and/or Carney), this modification amounts to another 
nonobvious modification of the device of Harkness. 

Applicant respectfully asserts that the Examiner has failed to make a 
prima facie case of obviousness. In that regard, even upon combining the cited 
references; substantial and nonobvious modification is required to arrive at the present 
invention. 

Applicant is the first to use an alignment line of light to provide real time 
feedback to a person of the actual real time alignment of a line passing transversely 
through a portion of the person's body. To provide such alignment information to the 
user of the device of the present invention is a substantial improvement in the art of, for 
example, golf instruction. 

Applicants acknowledge that Claims 21*24 are allowed by the Examiner. 
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However, in view of the above remarks, Applicant respectfully requests 
that the Examiner withdraw the rejection of all of the claims, indicate the allowability of 
the claims, and arrange for an official Notice of Allowance to be issued in due course. 



Respectfully submitted, 
CHRISTOPHER M. MACROGLOU. 



Henry E. Bartony, Jr, Esq. 
Reg. No. 34,772 

Bartony & Hare, LLP 

Law & Finance Building 

Suite 1801 

429 Fourth Avenue 

Pittsburgh, Pennsylvania 15219 

412-338-8632 (telephone) 

412-338-6611 (fax) 

Attorney for Applicant 



Date: July 25. 2005 
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